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DETAILED ACTION 
Response to Arguments 

Applicant's arguments filed 8/3/04 have been fully 
considered but they are not persuasive. 

Regarding the 35 USC 102(b) rejection of claims 65-67 under 
Hooper, applicant argued that Hooper does not teach "multiple 
content counters . . . indicate a current location of 
consumption...". The argument is not persuasive because Hooper 
has multiple pointers: a read pointer and a write pointer. Both 
pointers point to locations in the memory that stores the 
content and are incremented or decremented accordingly. 
Therefore Hooper meets the limitation "multiple content 
counters" . The pointers are used together to indicate where to 
read and write data to the memory. Therefore the pointers ^ 
indicate a current location of consumption as claimed. 

Regarding the 35 USC 102(b) rejection of claims 32 and 34 
under Fernandez, applicant argues that the examiner failed to 
point out where Fernandez teaches the limitation "most-recent 
episode of a series of digital content published at a first 
time." The argument is not persuasive because it is inherent 
that any new content (e.g. a new CD-ROM) received by the user 
would be the most-recent "episodes". Fernandez teaches loading a 
certain number of pages into the playback device and 
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automatically loading a certain number of subsequent pages 
[col. 7 lines 50-54]. Hence, the first pages loaded are ^episode' 
published at a first time, and the subsequent pages are 
subsequent 'episode' published at a second time as claimed . 

As per claims 40 and 70, Applicant argued that Fernandez 
does not provide motivation for automatic update of consumed 
content according to a user's specification. The argument is 
not persuasive because it is well known in the art that total 
automation is not always desired and that often it is preferable 
to have user manual control or configurable parameters. [See for 
example Baugher et al US pat. 5,819,043, which recognized that 
"a human being is the most adaptable control means yet devised." 
(col. 3 lines 11-12). Hence, since Fernandez teaches automatic, 
loading of subsequent pages before the current content is 
totally consumed, it would been obvious for one of ordinary 
skill in the art to let the user be able to specify the 
condition and the number of subsequent pages to be retrieved 
into the playback device to replace the pages currently stored 
in the playback device's memory. 

As per claim 35, it has been amended to recite "dynamically 
changing" digital content. Applicant's argument is deemed moot 
in view of new ground of rejection below. 
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Claim Rejections - 35 USC §102 



The following is a quotation of the appropriate paragraphs 
of 35 U.S.C-. 102 that form the basis for the rejections under 
this section made in this Office action: 

A person shall be entitled to a patent unless -- 

(b) the invention was patented or described in a printed 
publication in this or a foreign country or in public use 
or on sale in this country, more than one year prior to the 
date of application for patent in the United States. 

Claims 65-67 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Hooper et al . US patent 5,442,3 90. 

As per claims 65, Hooper teaches a playback device 
comprising a memory to store digital content [col. 2 line 2 
memory buffer] ; circuitry to maintain multiple content counters 
[col. 2 line 5 write pointer and read pointer] indicating current 
location of consumption , for digital content [col. 2 lines 7-25]. 

As per claim 66, Hooper teaches digital content is updated 
based at least in part on the content counters [col. 2 lines 7- 



As per claim 67, Hooper teaches the playback device 
comprises an interface to receive digital content from a remote 
source [fig. 12 interface 801]. 



17] . 



Claims 32, 34, 68-69 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Fernandez US patent 4,855,725. 
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As per claims 32, 34, and 68-69, Fernandez teaches a method 
for providing personalized media comprising: 

retrieving digital media content and storing the media 
content for subsequent playback (col. 2 lines 27-42 - the process 
of creating a CD ROM database) ; 

storing a subset of the media content in a playback device 
(CD book) , wherein the subset of media is automatically selected 
to update consumed media content (see col. 7 lines 35-61). It 
is inherent that the content is no longer than a predetermined 
playback time in order to fit in the memory of the playback 
device . 



Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. § 103(a) which 
forms the basis for all obviousness rejections set forth in this 
Office action: 

(a) A patent may not be obtained though the invention is 
not identically disclosed, or described as set forth in 
section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject 
matter pertains. Patentability shall not be negatived by 
the manner in which the invention was made. 

Claims 33, 40-64, 70 are rejected under 35 U.S.C. 103(a) as 
being xinpatentable over Fernandez US patent 4,855,725. 
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As per claim 40, Fernandez teaches a method for providing 
personalized media comprising: 

retrieving digital media content and storing the media 
content for subsequent playback (col. 2 lines 27-42 - the process 
of creating a CD ROM database) ; 

storing a subset of the media content in a playback device 
(CD book) , wherein the subset of media is automatically selected 
to update consumed media content (see col. 7 lines 35-61). 

Fernandez does not specifically disclose replacing consumed 
media according to a user predetermined specifications. 
Fernandez discloses the choice for replacing content is one of 
design and can vary with implementations (col. 7 lines 55-60) . 
It is well known in the art that total automation is not always 
desired and that often it is preferable to have user manual 
control or configurable parameters. Hence, it would have been 
obvious for one of ordinary skill in the art to provide a user 
determined specification for replacement of consumed media 
because it would have enabled the user to customize the 
retrieval of subsequent contents to meet his preference. 

As per claims 33, Fernandez does not specifically disclose 
replacing consumed media according to a user predetermined 
specifications. The obviousness rationale is similar to the 
rationale as for claim 4 0 above. 
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As per claims 41, Fernandez does not specifically disclose 
the content being dynamic audio content. The type and format of 
the content clearly would have been a matter of design choice. It 
is well known in the art to replace dynamic content with most 
recent data. It would have been obvious for one of ordinary skill 
in the art to replace changing content with the most recent data 
because it would have enable the user to have data that is 
current . 

As per claim 42, it is apparent in the system as modified 
that the segment is selectable by the user. 

As per claim 43, Fernandez teaches determining segment length 
and media content and storing the selected segment (col. 7 lines 
2 5-27 - preceding 5 pages and 15 succeeding pages) . 

As per claim 44, Fernandez does not teach automatically 
storing the most recent segment. It would have been obvious for 
one of ordinary skill in the art to automatically store the most 
recent segment because it would have provided the user with the 
most up-to-date data. 

As per claim 45, Fernandez teaches selecting a segment of the 
media content and storing in the playback device (col. 7 line 5-7 - 
first 20 pages) ; determining an amount consumed and storing 
subsequence portion corresponding the amount consumed (col. 7 lines 
50-61) . 
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As per claims 46-48, 52-56, they are rejected under similar 
rationale as for claims 40-45 above. 

As per claim 57, it is rejected under similar rationale as 
for claims 4 0 above. 

As per claims 58-64, whether the device is a dedicated audio 
device, a computer, or Internet terminal, and the type of storage 
used would clearly have been matters of design choice because the 
functionality of retrieving partial content for playback would 
have been functionally the same. 

As per claim 70, it is rejected under similar rationale as 
for claim 40 above. 

Claims 35-39 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Munyan US patent 5,761,485 and further in view 
of Kikisis US patent 5,727,159 and Belove et al. US patent 
5,491,820. 

As per claim 35, Munyan teaches a network comprising: 

a server device (fig.l #10) to store digital content and to 
provide the digital content to other devices on the network; 

a playback device to store and to playback (fig.l #1, 
fig. 2) digital content. 

Munyan does not teach a retrieval device coupled to the 
server device. Mighdoll teaches providing a retrieval device 
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(proxy) coupled to server devices for retrieving content on 
behalf of user devices such that it enable' the system to improve 
transmission efficiency and latency in response to request from 
user devices (see abstract) . Mighdoll teaches automatically 
update the content (col. 11 lines 50-60). Hence, it would have 
been obvious for one of ordinary skill in the art to combine the 
teaching of Mighdoll with Munyan because it would have improved 
the transmission efficiency and latency in providing content to 
the playback device. 

Munyan does not teach the playback device stores a most- 
recent episode of a dynamically changing series of digital 
content and to have the digital content automatically updated 
from the server device with subsequent episode to store on the 
playback device. In similar field of invention, Belove teaches 
to provide dynamically changing series of digital content and 
automatically update content on the playback device according to 
storage parameter set by the user (col. 9 lines 25-51, col. 10 51- 
65) : Hence, ,it would have been obvious for one of ordinary 
skill in the art to combine the teaching of Belove to Munyan 
because it would have provided for automatic updating content on 
the playback device according to the user specif icat ion . 

As per claims 36-38, official notice is taken that server- 
push and client-pull technology to retrieve update data is well 
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known at the time of the invention. The usage of server-push or 
client-pull would have been a matter of design choice. It would 
have been obvious for one of ordinary skill in the art to use 
any one or both methods so as to provide update content to the 
playback device. 

As per claim 37, Mighdoll teaches the retrieval device 
automatically retrieve updated content from the server device 

(col . 11 lines 50-60) . 

As. per claim 39, Belove teaches the update content and 
unconsumed content approximately equal the first content 

(apparent by the user specified storage amount, col . 9 lines 50- 
53) . 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the 
extension of time policy as set forth in 37 CFR 1,136 (a) . 

A shortened statutory period for reply to this final action 
is set to expire THREE MONTHS from the mailing date of this 
action. In the event a first reply is filed within TWO MONTHS 
of the mailing date of this final action and the advisory action 
is not mailed until after the end of the THREE-MONTH shortened 
statutory period, then the shortened statutory period will 
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expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated 
from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than 
SIX MONTHS from the mailing date of this final action. 



Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Dung Dinh 
whose telephone number is (571) 272-3943. The examiner can 
normally be reached on Monday-Thursday from 7:00 AM - 4:30 PM. 
The examiner can also be reached on alternate Friday. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Glenton Burgess can be 
reached at (571) 272-3949. 

The fax phone number for the organization where this 
application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 
(PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free) . 
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